
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/780,007 


02/17/2004 


Kuntal Chowdhury 


15927RRUS02U 


9570 



21909 7590 

CARR LLP 

670 FOUNDERS SQUARE 
900 JACKSON STREET 
DALLAS, TX 75202 



03/07/2007 



EXAMINER 



KJM, PAUL 



ART UNIT 



PAPER NUMBER 



2161 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/07/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summarv 


Application No. 

10/780,007 


Applicant(s) 

CHOWDHURY ET AL 


Examiner 

Paul Kim 


Art Unit 

2161 





- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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I) IS) Responsive to communication(s) filed on 21 December 2006 . 
2a)IEl This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Disposition of Claims 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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DETAILED ACTION 

1. This Office action is responsive to the following communication: Amendment filed on 21 
December 2006. 

2. Claims 1-6 and 15-20 are pending and present for examination. 

Claim Rejections - 35 USC §112 

3. As per the rejection under 35 U.S.C. 112, Applicants amendment to claim 20 has been 
acknowledged. Accordingly, the rejection has been withdrawn. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

• A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by Chu et al (U.S. Patent 
No. 6,970,924, hereinafter referred to as CHU), filed on 23 February 1999, and issued on 29 November 
2005. 

6. As per independent claim 1, CHU teaches: 

A method of determining an Internet Protocol (IP) address of an application server of a 
serving network, comprising: 

receiving an IP address by a user equipment upon authentication within a visited 
serving network {See CHU, 016:1-7-32, wherein this reads over "[performing a reverse DNS 
lookup on each IP address"}; 
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performing a reverse domain name query by the user equipment as a function of the 
received IP address {See CHU, C16:L7-32, wherein this reads over "performing a reverse DNS 
lookup on each IP address"}; 

receiving, by the user equipment, a response from the visited serving network to the 
reverse domain name query {See CHU, C16:L7-32, wherein this reads over ''[performing a 
reverse DNS lookup on each IP address returns strings representing host names for links (e.g. 
208.218.140.5 may map to inverse-gwl.alter.net)"}; 

deriving, by the user equipment, serving network domain name information from the 
reverse domain name query {See.CHU, C16:L7-32, wherein this reads over u a router with links 
names 'hostl.inverse.net' and 'host2. alter. nef may be situated on the administrative boundary 
between Nnverse.net' and 'alter.net"' and "[a] central server, such as the server at whois.internic.net, 
can be queries for the owner of a given IP address. Whois requests return domain names"}; 

appending, by the user equipment, derived serving network domain name 
information to an application server name {See chu, ci6:L7-32, wherein this reads over 
"a router with links names 'hostl.inverse.ner/ and 'host2.alter.ner/"}; 

performing, by the user equipment, a domain name query as a function of the 
derived serving network domain name appended to the application server name 
{See CHU, C16:L7-32, wherein this reads over "a router with links names 'hostl.inverse.net 7 and 
'host2.alter.net' may be situated on the administrative boundary between 'inverse.net/ and 'alter.net"' 
and "[a] central server, such as the server at whois.internic.net, can be queries for the owner of a 
given IP address. Whois requests return domain names"}; and 

receiving, by the user equipment, an IP address as a function of the derived serving 
network domain name appended to the application server name {See chu, ci6:L7- 
32, wherein this reads over "[performing a reverse DNS lookup on each IP address returns strings 
representing host names for links (e.g. 208.218.140.5 may map to inverse-gwl.alter.net)"}. 

7. As per dependent claim 2, CHU teaches: 

The method of claim 1, wherein the step of receiving an IP address further comprises 
receiving an IP address for a user equipment (UE) {See chu, ci6:L7-32 / wherein this reads 
over "[boundary routers" and "each IP address"}. 

8. As per dependent claim 3, it would be inherent for the step of receiving an IP address 
comprised of receiving an IP address associated with a device providing an IP address to the serving 
network since without the IP address, none of the subsequent steps of the claimed invention would be 
possible. 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

10. Claims 4-6 and 15-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over CHU, in 
view of Official Notice. 

11. As per dependent claims 4 and 19, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to transmit an IP address of a gateway to the UE since a gateway 
is well-known and commonly-used within the art to connect two IP-based networks. 

12. As per dependent claim 5, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to derive information from a Uniform Resource Identifier (URI), since a URI 
is well-known and commonly-used within the art to identify a resource. 

13. As per dependent claim 6, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have the application server be a Proxy Call Session Control Function (P- 
CSCF) server name since a P-CSCF server is simply another type of application server available. 

14. As per dependent claim 15, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have a system comprise of an access gateway and a DNS associated 
with the access gateway since an access gateway is commonly-used within networks as a gatekeeper for 
access to the Internet. Furthermore, the aforementioned reasons for the rejection of claim 1 are 
incorporated herein. 

15. As per dependent claim 16, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made for the serving network to have a URI since a URI is commonly-used 
and well-known in the art to be used as an identifier of network resources. 

16. As per dependent claim 17, CHU teaches: 

The method of claim 1, wherein the step of receiving an IP address further comprises 
receiving an IP address for a user equipment (UE) {See chu, ci6:L7-32, wherein this reads 
over "[b]oundary routers" and "each IP address"}. 
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17. As per dependent claim 18, it would be inherent for the step of receiving an IP address 
comprised of receiving an IP address associated with a device providing an IP address to the serving 
network since without the IP address, none of the subsequent steps of the claimed invention would be 
possible. 

Response to Arguments 

18. Applicant's arguments filed 21 December 2006 have been fully considered but they are not 
persuasive. 

a. Applicant's Arguments: 

i. Rejections under 35 U.S.C. 102 

Applicant asserts the argument that "[t]here is no suggestion in Chu of 
appending a discovered network domain name to a presumed, standardized application 
server name" (See Amendment, page 8). 

b. Response to Arguments: 

i. Rejections under 35 U.S.C. 102 

As per Applicant's assertion that "[t]here is no suggestion in Chu of appending a 
discovered network domain name to a presume, standardized application server name," 
the Examiner respectfully disagrees. It is noted that Chu discloses, in column 16, lines 7- 
17, that "a router with links named 'hostl.inverse.net' and x host2.alter.net' may be 
situated on the administrative boundary between Mnverse.net' and 'alter.net'. It would 
h ave b een obvious from the aforementioned disclosure found in Chu that a standardized 
application server name (i.e. "hostl" and "host2") have been appended to a discovered 
network domain name (i.e. "inverse.net" and "alter.net"). That is, the resultant links of 
"hostl.inverse.net" and "host2.alter.net" clearly signify and suggest that a domain name 
and a standardized application server name indeed have been combined together as 
claimed by Applicant's invention. 
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As per claims 2-6 and 16-20, Applicant has not asserted any specific prior art 
arguments in response to the rejections of the claims. Therefore, by virtue of 
dependency, the rejections of claims 2-6 and 16-20 are sustained for the reasons stated 
above in relation to Claims 1 and 15. 

Conclusion 

19. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

20. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Paul Kim whose telephone number is (571) 272-2737. The examiner can normally be 
reached on M-F, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Apu 
Mofiz can be reached on (571) 272-4080. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 



you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Paul Kim 

Patent Examiner, Art Unit 2161 
TECH Center 2100 



Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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